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IN THE UNITED STATES PA TENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TR IAL AND APPEAL BOARD 

 
UNIVERSITY OF LOUISIANA AT 
LAFAYETTE,  

) 
) 

 

 ) In the matter of Application 
 Opposer, ) Serial No. 86/276,380 
 
v. 

) 
) 

Mark:  

 )  
 
PICKIN’ COTTON 
COMMUNICATIONS, LLC, 

 

) 
) 
) 
) 

 
 
 
Opposition No.: 91220439 

 )  
 Applicant. )  

 
AMENDED NOTICE OF OPPOSITION 

 
 Opposer University of Louisiana at Lafayette (the “University”), an institution of higher 

education of the State of Louisiana located in Lafayette, Louisiana, believes it will be damaged 

by the registration of the fleur-de-lis design mark in application Serial No. 86/276,380, depicted 

above, and opposes the same pursuant to 15 U.S.C. § 1063 and 37 C.F.R. §§ 2.101, 2.104(a).  

The grounds for this opposition are as follows: 

1. The University of Louisiana at Lafayette was founded in 1898.  It is the second 

largest university in the state of Louisiana, enrolling 18,796 students in the fall of 2014.  The 

University is nationally competitive, ranking among the “2015 Best 379 Colleges” list by The 

Princeton Review and among the top ten percent of the most affordable four-year public 

universities in the nation.  The University is also a world-renowned research institution, ranking 

among the top 200 universities in the nation in research and development funding.   

2. The University is a member of the Sun Belt Conference. The University’s athletic 

program has sixteen sports and participates in the NCAA’s Division I collegiate athletics. The 

University’s athletic program is one of the most successful in the nation.   
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3. In particular, the University’s men’s basketball, football, men’s tennis, baseball 

and softball teams have enjoyed tremendous success. The University’s men’s basketball team 

has won five conference championships, most recently in 2014, and has made six  national 

tournament appearances, most recently in the 2014 NCAA Tournament. The University’s 

football team has won seven conference championships, most recently in 2014, and three bowl 

championships.  The University’s men’s tennis team has won ten conference championships, 

most recently in 2014.  The University’s baseball team has won five conference championships, 

most recently in 2014, tied for third at the 2000 College World Series, and has made thirteen 

national tournament appearances, most recently in the 2014 NCAA Tournament.  The 

University’s softball team has won eleven conference championships, most recently in 2014, and 

has made six appearances in the Women’s College World Series.   In the record-setting 2013-

2014 season alone, the University’s teams claimed the Sun Belt Conference Championship for 

men’s basketball, football, men’s tennis, baseball and softball, prompting the National 

Association of College Directors of Athletics to rank the University’s athletic program as the 

34th-best in the nation. 

4. As a result of the University’s academic and athletic successes, the University is a 

reputable institution with a nationally recognized name.  

THE UNIVERSITY’S FLEUR- DE-LIS DESIGN MARK 

5. Since 1926, the University has used a fleur-de-lis design in connection with its 

educational and entertainment services.  Since at least as early as 1998, the University has used 

the fleur-de-lis design (the “Fleur-De-Lis Mark), depicted at the top of the next page, in 

connection with its educational and entertainment services and a wide variety of licensed goods 

and services, including apparel.   
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6. The University uses the Fleur-De-Lis Mark in connection with various 

educational and entertainment goods and services, including in connection with its highly 

acclaimed athletic programs.  The University’s athletic department and its many teams and 

organizations use the Fleur-De-Lis Mark.  For example, the Fleur-De-Lis Mark is used on the 

football team’s helmets and uniforms, as depicted below.   

  

Through the University’s athletic teams’ successes, the Fleur-De-Lis Mark has been extensively 

featured on television broadcasts and in print and online media nationwide for decades, exposing 

millions of viewers to the University’s well-known Fleur-De-Lis Mark. As a result, the public 

widely recognizes that the Fleur-De-Lis Mark refers to the University and its athletic teams. 

7. The University also prominently uses the Fleur-De-Lis Mark in connection with 

its educational services.  For example, the Fleur-De-Lis Mark is prominently displayed on the 

University’s homepage located at Louisiana.edu, as depicted at the top of the next page.  
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8. Additionally, the University licenses the Fleur-De-Lis Mark for use on a wide 

variety of licensed goods and services, including apparel.  Web printouts depicting various 

licensed products bearing the University’s Fleur-De-Lis Mark are attached as Exhibit A . 

9. In addition to its widespread use of the Fleur-De-Lis Mark, the University owns 

the following federal registrations on the Principal Register for the Fleur-De-Lis Mark for a wide 

variety of goods and services: 

Mark U.S. 
Reg. No. 

Filing Date/ 
Reg. Date 

Goods/Services  
(First Use Date) 

 4349160 Jul. 23, 2012 / 
Jun. 11, 2013 

Cl. 25: T-shirts, sweatshirts, sweatpants, 
hooded sweatshirts, windshirts (1998) 
 
Cl. 41 Entertainment and educational 
services, namely, providing courses of 
instruction at the university level; 
arranging and conducting athletic 
competitions, athletic events, athletic 
tournaments, and athletic exhibitions 
(1998) 
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 3459949 Dec. 08, 2006 / 
Jul. 08, 2008 

Cl. 41 Educational services, namely, 
providing college and university classes in 
the fields of engineering, sciences, liberal 
arts, and business; training services in the 
field of engineering, sciences, liberal arts, 
and business; teaching in the field of 
engineering, science, liberal arts, and 
business (Nov. 15, 1998) 

 
True and correct copies of the TSDR Records for these registrations are attached collectively as 

Exhibit B . 

10. The University has complied with all requirements necessary to maintain 

Registration No. 3,459,949, which is now incontestable under 15 U.S.C. § 1065. 

11. As a result of the University’s longstanding and extensive use, the University’s 

Fleur-De-Lis Mark is symbolic of the extensive goodwill and consumer recognition established 

by the University.  The University’s Fleur-De-Lis Mark has attained a high degree of recognition 

and distinctiveness throughout the United States in connection with educational services, 

entertainment services, athletic events, and other goods and services commonly associated with a 

university as an educational institution and its athletic department.  By virtue of the University’s 

expenditure of substantial amounts of time, effort, and money in advertising and promoting its 

goods and services, the University’s Fleur-De-Lis Mark has come to identify the University’s 

athletic teams and other goods and services.  Purchasers and prospective purchasers, as well as 

other members of the public, are familiar with and identify the University’s Fleur-De-Lis Mark 

and understand and expect that a wide variety of goods and services offered under the 

University’s Fleur-De-Lis Mark are affiliated, sponsored, or licensed by the University.  Indeed, 

the University’s Fleur-De-Lis Mark has become well-known for the University’s goods and 

services and is a pictorial representation of the University’s identity. 
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APPLICANT’S FLEUR-DE-LIS DESIGN MARK 

12. On information and belief, Applicant Pickin’ Cotton Communications, LLC 

(“Applicant”) is a Delaware limited liability company with an address of 232 Ivory Street, 

Lafayette, Louisiana 70506.    

13. On May 8, 2014, Applicant filed intent-to-use Application Serial No. 86/276,380 

to register a fleur-de-lis design mark (“Applicant’s Mark”), depicted below, for use in connection 

with “Cap visors; golf caps; graphic t-shirts; hats; jackets; jackets and socks; pants; polo shirts; 

shorts; sweat pants; sweat shirts” in International Class 25.   

  
14. The application for Applicant’s Mark was first published for opposition in the 

Official Gazette dated October 7, 2014.  The University timely filed a Notice of Opposition (Dkt. 

1). Pursuant to the Board’s Discovery Conference Order (Dkt. 7), the University is allowed until 

April 21, 2015 to file this Amended Notice of Opposition.    

15. The University will be damaged by the registration of Applicant’s Mark because 

the mark is a confusingly similar variation of the University’s Fleur-De-Lis Mark, and is likely to 

cause confusion, mistake, and deception.  Applicant’s Mark consists of a fleur-de-lis design that 

is similar in proportion to the University’s Fleur-De-Lis Mark and has the same contrasting color 

scheme on the body of the design as the University’s Fleur-De-Lis Mark. 

16. In addition to the similarity of the parties’ marks, the application for Applicant’s 

Mark covers goods identical to those covered by the University’s registration and offered by the 

University in connection with its Fleur-De-Lis Mark, namely, apparel.  Consumers are likely to 
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believe that Applicant’s apparel, offered under a mark that is highly similar to the University’s 

Fleur-De-Lis Mark, is licensed, endorsed, or otherwise associated with the University. 

17. On information and belief, Applicant intends to market and sell its products to 

students, fans, and alumni of the University.  

18. On further information and belief, Applicant’s Facebook page incorporates a 

number of references to the University and several of the University’s federally registered 

trademarks, including the University’s Fleur-De-Lis Mark, which further exacerbates the 

likelihood of confusion.  The use of the University’s trademarks on Applicant’s Facebook page 

also highlights Applicant’s intent to trade on the University’s goodwill and reputation.  Printouts 

of Applicant’s Facebook page are enclosed as Exhibit C.  

19. Persons familiar with the University’s Fleur-De-Lis Mark are likely to 

erroneously believe that Applicant’s services are offered by the University, or are authorized, 

licensed, endorsed, or sponsored by the University, and registration of Applicant’s Mark on the 

Principal Register will be inconsistent with the University’s rights in the University’s Fleur-De-

Lis Mark.   

20. The University will be further injured by the registration of Applicant’s Mark 

because the mark falsely suggests a connection between Applicant and the University. The 

University’s Fleur-De-Lis Mark is a pictorial representation of the University’s identity, which is 

reflected by the University’s use of the mark on the helmets and uniforms of its athletic teams, 

on its website Louisiana.edu, and as its “favicon” (i.e., an organization’s symbol that is used in 

browser tabs, browser bookmarks, desktop or mobile shortcut links, etc.), to name a few 

representative uses. 
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21. Applicant seeks registration for goods that are the same or closely related to the 

goods and services for which the University is known (i.e., various apparel items). 

22. Registration of Applicant’s Mark is in violation of Section 2(a) of the Lanham 

Act, 15 U.S.C. § 1052(a) because: 

a. Applicant’s Mark is a close approximation of the University’s Fleur-De-Lis Mark 

(as it consists of a fleur-de-lis design that is similar in proportion to, and has the 

same contrasting color scheme on the body of the design as the University’s 

Fleur-De-Lis Mark);  

b. The University’s Fleur-De-Lis Mark is a pictorial representation of the 

University’s identity, and consumers will recognize Applicant’s Mark as pointing 

uniquely and unmistakably to the University; 

c. The University has no connection with Applicant or Applicant’s apparel goods; 

and 

d. The University’s identity is of sufficient national fame and reputation as a result 

of its various academic and athletic successes, that when Applicant’s Mark is used 

on Applicant’s apparel goods, a connection with the University will be presumed. 

23. On information and belief, Applicant intends to suggest a connection with the 

University, because Applicant’s Facebook page incorporates a number of references to the 

University and several of the University’s federally registered trademarks, including the 

University’s Fleur-De-Lis Mark.  

24. Registration of Applicant’s Mark on the Principal Register will be inconsistent 

with the University’s right to control the use of its identity.  
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25. The filing fee in the amount of $300.00 is enclosed. The Commissioner is 

authorized to debit the deposit account of Kilpatrick Townsend & Stockton LLP (deposit account 

no. 11-0860) for any deficiency in the required fee. 

 WHEREFORE, the University requests that Application Serial Nos. 86/276,380 be 

refused registration and this Notice of Opposition be sustained in its favor. 

Date: April 16, 2015    Respectfully submitted, 
 
      /Alicia Grahn Jones /    
      Alicia Grahn Jones 
      Harris Henderson 
      Carrie Weiting Cao 

KILPATRICK TOWNSEND & STOCKTON LLP 
      1100 Peachtree Street, Suite 2800 
      Atlanta, Georgia 30309-4530 
      (404) 815-6500 
      Attorneys for Opposer 



CERTIFICATE OF SERVICE  
 

 I hereby certify that a true and correct copy of the foregoing AMENDED NOTICE OF 
OPPOSITION was served on Applicant on April 16, 2015 via first class mail to:  
 
 Pickin’ Cotton Communications, LLC 

232 Ivory Street 
Lafayette, Louisiana 70506 
 

        /Carrie W. Cao/   
        Counsel for Opposer  
 
 
 

CERTIFICATE OF TRANSMITTAL 
 

I hereby certify that a true and correct copy of the foregoing AMENDED NOTICE OF 
OPPOSITION is being filed electronically with the TTAB via ESTTA on this day, April 16, 
2015.   

 

        /Carrie W. Cao/   
        Counsel for Opposer 
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Mark Information

Mark Literal Elements: None

Standard Character Claim: No

Mark Drawing Type: 2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Description of Mark: The mark consists of a fleur-de-lis design.

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.05.03 - Fleur-de-lis

Related Properties Information

Claimed Ownership of US
Registrations:

3459949

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: T-shirts, sweatshirts, sweatpants, hooded sweatshirts, windshirts

International Class(es): 025 - Primary Class U.S Class(es): 022, 039

Class Status: ACTIVE

Basis: 1(a)

First Use: 1998 Use in Commerce: 1998

For: Entertainment and educational services, namely, providing courses of instruction at the university level; arranging and conducting
athletic competitions, athletic events, athletic tournaments, and athletic exhibitions

International Class(es): 041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: 1998 Use in Commerce: 1998

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Generated on: This page was generated by TSDR on 2015-01-30 14:28:01 EST

Mark:

US Serial Number: 85684323 Application Filing Date: Jul. 23, 2012

US Registration Number: 4349160 Registration Date: Jun. 11, 2013

Register: Principal

Mark Type: Trademark, Service Mark

Status: Registered. The registration date is used to determine when post-registration maintenance documents are due.

Status Date: Jun. 11, 2013

Publication Date: Mar. 26, 2013



Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: University of Louisiana at Lafayette

Owner Address: 104 University Circle
Lafayette, LOUISIANA 70504
UNITED STATES

Legal Entity Type: state university State or Country Where
Organized:

LOUISIANA

Attorney/Correspondence Information

Attorney of Record

Attorney Name: William H. Brewster Docket Number: C1233/843471

Attorney Primary Email
Address:

tmadmin@kilpatricktownsend.com Attorney Email
Authorized:

No

Correspondent

Correspondent
Name/Address:

WILLIAM H. BREWSTER
KILPATRICK TOWNSEND & STOCKTON LLP
1100 PEACHTREE ST NE STE 2800
ATLANTA, GEORGIA 30309-4528
UNITED STATES

Phone: 404-815-6500 Fax: 404-815-6555

Correspondent e-mail: tmadmin@kilpatricktownsend.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Jun. 11, 2013 REGISTERED-PRINCIPAL REGISTER

Mar. 26, 2013 OFFICIAL GAZETTE PUBLICATION CONFIRMATION E-MAILED

Mar. 26, 2013 PUBLISHED FOR OPPOSITION

Mar. 06, 2013 NOTIFICATION OF NOTICE OF PUBLICATION E-MAILED

Feb. 20, 2013 LAW OFFICE PUBLICATION REVIEW COMPLETED 70997

Feb. 20, 2013 ASSIGNED TO LIE 70997

Feb. 06, 2013 APPROVED FOR PUB - PRINCIPAL REGISTER

Feb. 02, 2013 TEAS/EMAIL CORRESPONDENCE ENTERED 88889

Feb. 01, 2013 CORRESPONDENCE RECEIVED IN LAW OFFICE 88889

Feb. 01, 2013 TEAS RESPONSE TO OFFICE ACTION RECEIVED

Nov. 17, 2012 NOTIFICATION OF NON-FINAL ACTION E-MAILED 6325

Nov. 17, 2012 NON-FINAL ACTION E-MAILED 6325

Nov. 17, 2012 NON-FINAL ACTION WRITTEN 76583

Nov. 16, 2012 ASSIGNED TO EXAMINER 76583

Jul. 31, 2012 NOTICE OF DESIGN SEARCH CODE MAILED

Jul. 30, 2012 NEW APPLICATION OFFICE SUPPLIED DATA ENTERED IN TRAM

Jul. 26, 2012 NEW APPLICATION ENTERED IN TRAM

TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: PUBLICATION AND ISSUE SECTION Date in Location: Jun. 11, 2013



 

Mark Information

Mark Literal Elements: None

Standard Character Claim: No

Mark Drawing Type: 2 - AN ILLUSTRATION DRAWING WITHOUT ANY WORDS(S)/ LETTER(S)/NUMBER(S)

Color(s) Claimed: Color is not claimed as a feature of the mark.

Design Search Code(s): 05.05.03 - Fleur-de-lis

Goods and Services
Note: The following symbols indicate that the registrant/owner has amended the goods/services:

Brackets [..] indicate deleted goods/services;
Double parenthesis ((..)) identify any goods/services not claimed in a Section 15 affidavit of incontestability; and
Asterisks *..* identify additional (new) wording in the goods/services.

For: EDUCATIONAL SERVICES, NAMELY, PROVIDING COLLEGE AND UNIVERSITY CLASSES IN THE FIELDS OF ENGINEERING,
SCIENCES, LIBERAL ARTS, AND BUSINESS; TRAINING SERVICES IN THE FIELD OF ENGINEERING, SCIENCES, LIBERAL
ARTS, AND BUSINESS; TEACHING IN THE FIELD OF ENGINEERING, SCIENCE, LIBERAL ARTS, AND BUSINESS

International Class(es): 041 - Primary Class U.S Class(es): 100, 101, 107

Class Status: ACTIVE

Basis: 1(a)

First Use: Nov. 15, 1998 Use in Commerce: Nov. 15, 1998

Basis Information (Case Level)

Filed Use: Yes Currently Use: Yes Amended Use: No

Filed ITU: No Currently ITU: No Amended ITU: No

Filed 44D: No Currently 44D: No Amended 44D: No

Filed 44E: No Currently 44E: No Amended 44E: No

Filed 66A: No Currently 66A: No

Filed No Basis: No Currently No Basis: No

Current Owner(s) Information

Owner Name: The University of Louisiana at Lafayette

Owner Address: 200 East University Avenue
Lafayette, LOUISIANA 70504
UNITED STATES

Legal Entity Type: INSTITUTE OF HIGHER LEARNING State or Country Where
Organized:

LOUISIANA

Attorney/Correspondence Information

Generated on: This page was generated by TSDR on 2015-01-30 14:28:22 EST

Mark:

US Serial Number: 76670108 Application Filing Date: Dec. 08, 2006

US Registration Number: 3459949 Registration Date: Jul. 08, 2008

Register: Principal

Mark Type: Service Mark

Status: A Sections 8 and 15 combined declaration has been accepted and acknowledged.

Status Date: Sep. 30, 2013

Publication Date: Apr. 22, 2008



Attorney of Record

Attorney Name: Robert L. Waddell Docket Number: 43372/433720

Attorney Primary Email
Address:

rwaddell@joneswalker.com Attorney Email
Authorized:

Yes

Correspondent

Correspondent
Name/Address:

ROBERT L. WADDELL
JONES WALKER LLP
600 JEFFERSON STREET
SUITE 1600
LAFAYETTE, LOUISIANA 70501
UNITED STATES

Phone: 337-593-7600 Fax: 337-593-7601

Correspondent e-mail: rwaddell@joneswalker.com Correspondent e-mail
Authorized:

Yes

Domestic Representative - Not Found

Prosecution History

Date Description
Proceeding
Number

Sep. 30, 2013 NOTICE OF ACCEPTANCE OF SEC. 8 & 15 - E-MAILED

Sep. 30, 2013 REGISTERED - SEC. 8 (6-YR) ACCEPTED & SEC. 15 ACK. 64591

Sep. 25, 2013 REGISTERED - SEC. 8 (6-YR) & SEC. 15 FILED 64591

Sep. 25, 2013 TEAS RESPONSE TO OFFICE ACTION-POST REG RECEIVED

Sep. 24, 2013 POST REGISTRATION ACTION MAILED - SEC. 8 & 15

Sep. 10, 2013 POST REGISTRATION ACTION MAILED - SEC. 8 & 15 64591

Sep. 09, 2013 CASE ASSIGNED TO POST REGISTRATION PARALEGAL 64591

Aug. 23, 2013 TEAS SECTION 8 & 15 RECEIVED

Jul. 08, 2008 REGISTERED-PRINCIPAL REGISTER

Apr. 22, 2008 PUBLISHED FOR OPPOSITION

Apr. 02, 2008 NOTICE OF PUBLICATION

Mar. 18, 2008 LAW OFFICE PUBLICATION REVIEW COMPLETED 71441

Mar. 17, 2008 APPROVED FOR PUB - PRINCIPAL REGISTER

Mar. 17, 2008 AMENDMENT FROM APPLICANT ENTERED 71441

Mar. 17, 2008 CORRESPONDENCE RECEIVED IN LAW OFFICE 71441

Dec. 11, 2007 COMBINED EXAMINER'S AMENDMENT/PRIORITY ACTION ENTERED 71441

Dec. 10, 2007 PAPER RECEIVED

Nov. 01, 2007 COMBINED EXAMINER'S AMENDMENT/PRIORITY ACTION ENTERED 71441

Nov. 01, 2007 EXAMINER'S AMENDMENT/PRIORITY ACTION MAILED

Nov. 01, 2007 EXAMINERS AMENDMENT AND/OR PRIORITY ACTION - COMPLETED 82095

Oct. 31, 2007 AMENDMENT FROM APPLICANT ENTERED 71441

Oct. 31, 2007 CORRESPONDENCE RECEIVED IN LAW OFFICE 71441

Oct. 31, 2007 ASSIGNED TO LIE 71441

Sep. 28, 2007 PAPER RECEIVED

Apr. 09, 2007 NON-FINAL ACTION MAILED

Apr. 06, 2007 NON-FINAL ACTION WRITTEN 82095

Mar. 29, 2007 ASSIGNED TO EXAMINER 82095

Dec. 19, 2006 APPLICATION FILING RECEIPT MAILED

Dec. 15, 2006 NEW APPLICATION ENTERED IN TRAM

Maintenance Filings or Post Registration Information

Affidavit of Continued
Use:

Section 8 - Accepted

Affidavit of
Incontestability:

Section 15 - Accepted



TM Staff and Location Information

TM Staff Information - None

File Location

Current Location: TMEG LAW OFFICE 109 Date in Location: Sep. 30, 2013
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